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PROPOSED FINAL JURY INSTRUCTION NO. 14 
UTILITY PATENTS—INFRINGEMENT UNDER THE 
DOCTRINE OF EQUIVALENTS* 

Compared to N.D. Cal. Model Patent Jury Instr. B.3.4 


Apple’s Proposed Instruction 


If you decide that faHegedinfringerPstan accused Samsung product}{methed} does not literally 
infringe an asserted Apple patent claim, you must then decide whether that {product}{methed} 


infringes the asserted claim under what is called the “doctrine of equivalents.” _If you decide that 


an accused Apple product or method does not literally infringe an asserted Samsung patent claim, 
you must then decide whether that product or method infringes the asserted claim under what is 
called the “doctrine of equivalents.” 


Under the doctrine of equivalents, the {product}+ or method} can infringe an asserted patent claim 
if it includes {parts+{steps+ or software instructions that are identical or equivalent to the 
requirements of the claim. If the fproduct}{ or method} lacks a part or software instructions that 
is Missine-aridentical or equivalent {part}{stepHto even one requirement of the asserted patent 
claim, the {product} or method} cannot infringe the claim under the doctrine of equivalents. 
Thus, in making your decision under the doctrine of equivalents, you must look at each individual 
requirement of the asserted patent claim and decide whether the {product or method+ has either 


ana part or set of instructions that is identical or equivalent-partH{step} to that individual claim 
requirement. 








A tpartHstep} of or a fset of software instructions in a product}{ or method} is equivalent to a 
requirement of an asserted claim if a person of ordinary skill in the field would think that the 
differences between the {part}{step} or instructions and the requirement were not substantial as of 
the time of the alleged infringement. 


Changes in technique or improvements made possible by technology developed after the patent 
application is filed may still be equivalent for the purposes of the doctrine of equivalents if it still 
meets the other requirements of the doctrine of equivalents set forth in this instruction. 


tOne way to decide whether any difference between a requirement of an asserted claim and a 
fpart}{stept or set of instructions in the {product}+ or method} is not substantial is to consider 
whether, as of the time of the alleged infringement, the tpart} {step} of the fproduct} fmethed} or or 
instructions performed substantially the same function, in substantially the same way, to achieve 
substantially the same result as the requirement in the patent claim-. 





{In deciding whether any difference between a claim requirement and the {product4or method} 
is not substantial, you may consider whether, at the time of the alleged infringement, persons of 
ordinary skill in the field would have known of the interchangeability of the {part}{step} or set of 
instructions with the claimed requirement. The known interchangeability between the claim 
requirement and the {part}{step}ef or instructions within the {product}+ or method} is not 
necessary to find infringement under the doctrine of equivalents. However, known 
interchangeability may support a conclusion that the difference between the {part 

or instructions and the claim requirement is not substantial. The fact that a 
fpart}{step}ef or software instructions in the fproduct}{methed} performs the same function as 
the claim requirement is not, by itself, sufficient to show known interchangeability-. 











Apple does not believe that Samsung should be permitted to rely on the doctrine of 





equivalents with respect to any of its infringement contentions. Apple reserves the right to 
modify the instruction if the Court rules in its favor on this issue. 
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Source 


Adapted from N.D. Cal. Model Patent Jury Instr. B.3.4. 
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1 PROPOSED FINAL JURY INSTRUCTION NO. 15 5 
UTILITY PATENTS— LIMITATIONS ON THE DOCTRINE OF EQUIVALENTS= 
Compared to N.D. Cal. Model Patent Jury Instr. B.3.7 


Apple’s Proposed Instruction 





application process for the +——} patent’711, 460, and *893 patents, the doctrine of equivalents 


2 
3 
4 || Because {patent-helder}Samsung made certain claim changes or statements during the patent 
5 | analysis cannot be applied to the following requirements of the asserted claims: 




















7 e The limitation requiring “wherein the music background play object includes an 
application module including at least one applet” in claim 9 of the ’711 patent. 
8 
e The limitations requiring a “first E-mail transmission sub-mode,” a “second E-mail 
9 transmission sub-mode,” “displaying an image most recently captured in a camera 
mode,” “sequentially displaying other images stored in a memory through the use of 
10 scroll keys” in claim 1 of the ’460 patent. 
11 e The limitation requiring “irrespective of a duration” in claim 10 of the ’893 patent. 





12 || Unless each of these requirements is literally present within the faHesedinfincertsfpreduet} 
frethed}Apple’s products, there can be no infringement of the-claim-these claims. 


Source 


N.D. Cal. Model Patent Jury Instr. B.3.7. 





27 : Apple does not believe that Samsung should be permitted to rely on the doctrine of 
equivalents with respect to any of its infringement contentions. Apple reserves its right to 
28 || withdraw or modify this instruction if the Court rules in its favor on this issue. 
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PROPOSED FINAL JURY INSTRUCTION NO. 19 
UTILITY PATENTS—STATUTORY BARS 
Compared to N.D. Cal. Model Patent Jury Instr. B.4.3a2* 


Apple’s Proposed Instruction 


A utility patent claim is invalid if the patent application was not filed within the time required by 
law. This is called a “statutory bar.” For a patent claim to be invalid by a statutory bar, all of its 
requirements must have been present in one prior art reference dated more than one year before 
the patent application was filed. Here is a list of ways fallegedinfringerfeither side can show that 
the patent application was not timely filed: {choosethesethat- apply} 





{-+f- If the claimed invention was already patented or described in a printed publication 
anywhere in the world before-tinsert-date-thatismore than one year before the effective 
filing date of the patent application}—}. A reference is a “printed publication” if it is 
accessible to those interested in the field, even if it is difficult to find4++: 








{++ If the claimed invention was already being openly used in the United States before 


fasert-datethatismore than one year before appleationthe effective filing date} of the 
patent application and that use was not primarily an experimental use (a) controlled by the 


inventor, and (b) to test whether the invention worked for its intended purpose; 





{+ If a device or method using the claimed invention was sold or offered for sale in the 
pied plas and that ae aeons was fen es Pareun ne: beforetasert date that 





+}more ane one year before the effective filing 





date of the patent application; 





{+ If the {patent holder} had already obtained a patent on the claimed invention in a 
foreign country before filing the original U.S. application, and the foreign application was 
filed at least one year before the U.S. application. 


For a claim to be invalid because of a statutory bar, all of the claimed requirements must have 
been either (1) disclosed in a single prior art reference, (2) implicitly disclosed in a reference to 
one skilled in the field, or (3) must have been present in the reference, whether or not that was 
understood at the time. The disclosure in a reference does not have to be in the same words as the 
claim, but all the requirements must be there, either described in enough detail or necessarily 
implied, to enable someone of ordinary skill in the field e- Hdenti-§feldHooking at the reference 
to make and use the claimed invention. 


Source 


Adapted from N.D. Cal. Model Patent Jury Instr. B.4.3a2. 


: Apple used the formulation of instruction No. 19 submitted in Exhibit A to Dkt. 
No. 1815 for the redline here. 
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PROPOSED FINAL JURY INSTRUCTION NO. 24 
UTILITY PATENT DAMAGES—BURDEN OF PROOF 
Compared to N.D. Cal. Model Patent Jury Instr. B.5.1 


Apple’s Proposed Instruction 


I will instruct you about the measure of damages for claims of utility patent infringement. By 
instructing you on damages, I am not suggesting which party should win on any issue. If you find 
that fategedinfrincerteither party infringed any valid and enforceable claim of the +—4 
patentother side’s patents, you must then determine the amount of money damages to be awarded 
to {the patent holder} to compensate it for the infringement. 


The amount of those damages must be adequate to compensate {the patent holder} for the 
infringement. A damages award should put the patent holder in approximately the financial 
position it would have been in had the infringement not occurred, but in no event may the 
damages award be less than a reasonable royalty. You should keep in mind that the damages you 
award are meant to compensate the patent holder and not to punish an infringer. 


{PatertEach patent holder} has the burden to persuade you of the amount of its damages. You 
should award only those damages that {the patent holder} more likely than not suffered. While fa 
patent holder} is not required to prove its damages with mathematical precision, it must prove 
them with reasonable certainty. {PatentNeither patent holder} is-net entitled to damages that are 
remote or speculative. 


Source 


Adapted from N.D. Cal. Model Patent Jury Instr. B.5.1. 
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PROPOSED FINAL JURY INSTRUCTION NO. 25 
UTILITY PATENT DAMAGES — LOST PROFITS — GENERALLY 
Compared to N.D. Cal. Model Patent Jury Instr. B.5.2 


Apple’s Proposed Instruction 


For infringement of its utility patents, Apple seeks to recover lost 


diHthis-ease-tpatent holder} 
profits for some of fatesedinfiingerfsSamsung’s sales of fits infringing preduet} products, and a 


reasonable royalty on the rest of fateged infringerfsSamsung’s infringing sales. Samsung does 
not seek lost profits for infringement of its utility patents. 














To recover lost profits for infringing sales, {patent-helder}Apple must show that but for the 
infringement there is a reasonable probability that it would have made sales that fateged 


infrincer}Samsung made of the infringing produet—{ Patent hoeldert}products. Apple must show 
the share of fallegedinfringer/sSamsung’s sales that it would have made if the infringing 








productproducts had not been on the market. 





Source 


Adapted from N.D. Cal. Model Patent Jury Instr. B.5.2. 
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PROPOSED FINAL JURY INSTRUCTION NO. 26 
UTILITY PATENT DAMAGES—LOST PROFITS—FACTORS TO CONSIDER 
Compared to N.D. Cal. Model Patent Jury Instr. B.5.3 


Apple’s Proposed Instruction 
{Patenthelder} Apple is entitled to lost profits if it proves all of the following: 


(1) that there was a demand for theApple’s patented {preduet}{methed} {preduct 
produced_by the method} products; 


(2) that there were no commercially acceptable, non-infringing substitutes, or, if there 
were, the number of the sales made by faHegedinfrincer}Samsung that {patent 
helder}Apple would have made despite the availability of other non-infringing 
substitutes. An alternative may be considered available as a potential substitute even 
if it was not actually on sale during the infringement period. Factors suggesting that 
the alternative was available include whether the material, experience, and know- 
how for the alleged substitute were readily available. Factors suggesting that the 
alternative was not available include whether the material was of such high cost as to 
render the alternative unavailable and whether fatesedinfrineer}Samsung had to 
design or invent around the patented technology to develop an alleged substitute:. 
To be commercially acceptable, an alternative must have had the advantages of the 
patented invention that were important to people who purchased an accused 
Samsung product. If you find that Samsung’s proposed alternative would not be 
available or would not be commercially acceptable for some or all of the period in 
which Samsung infringed, you should determine whether Apple lost sales and profits 
during this period.; 


(3) that fpatenthelder}Apple had the manufacturing and marketing capacity to make 


any prpecens sales actually made by theinfringerSamsung and for which {patent 
heldert+Apple seeks an award of lost profits; and 


(4) the amount of profit that }patent-helder}Apple would have made if fattesed 
infeinger}Samsung had not infringed. 


Source 


Adapted from N.D. Cal. Model Patent Jury Instr. B.5.3; Federal Circuit Bar Association Model 
Patent Jury Instr. B.6.2. 
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PROPOSED FINAL JURY INSTRUCTION NO. 28 
UTILITY PATENT DAMAGES—REASONABLE ROYALTY—ENTITLEMENT 
Compared to N.D. Cal. Model Patent Jury Instr. B.5.6 


Apple’s Proposed Instruction 


Both Apple and Samsung seek a reasonable royalty for the infringement of their respective utility 
patents. 





If {patent helder}Apple has not proved its claim for lost profits, or has proved its claim for lost 
profits for only a portion of the infringing sales, then {patenthelder}Apple should be awarded a 
reasonable royalty for all infringing Samsung sales for which itApple has not been awarded lost 
profits damages. 


Samsung does not make a claim for lost profits. Samsung should be awarded a reasonable royalty 
for any infringing Apple sales. 








Source 


Adapted from N.D. Cal. Model Patent Jury Instr. B.5.6. 
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PROPOSED FINAL JURY INSTRUCTION NO. 29 
UTILITY PATENT DAMAGES—REASONABLE ROYALTY—DEFINITION 
Compared to N.D. Cal. Model Patent Jury Instr. B.5.7 


Apple’s Proposed Instruction 


A royalty is a payment made to a patent holder in exchange for the right to make, use or sell the 
claimed invention. This right is called a “license.” A reasonable royalty is the payment for the 
license that would have resulted from a hypothetical negotiation between the patent holder and 
the infringer taking place at the time when the infringing activity first began. In considering the 
nature of this negotiation, you must assume that the patent holder and the infringer would have 
acted reasonably and would have entered into a license agreement. -You must also assume that 
both parties believed the patent was valid and infringed.- Your role is to determine what the 
result of that negotiation would have been. The test for damages is what royalty would have 
resulted from the hypothetical negotiation and not simply what either party would have preferred. 


A royalty can be calculated in several different ways and it is for you to determine which way is 
the most appropriate based on the evidence you have heard. One way to calculate a royalty is to 
determine what is called an “ongoing royalty.” To calculate an ongoing royalty, you must first 
determine the “base,” that is, the product on which the infringer is to pay. You then need to 
multiply the revenue the defendant obtained from that base by the “rate” or percentage that you 
find would have resulted from the hypothetical negotiation. For example, if the patent covers a 
nail, and the nail sells for $1, and the licensee sold 200 nails, the base revenue would be $200. If 
the rate you find would have resulted from the hypothetical negotiation is 1%, then the royalty 
would be $2, or the rate of .01 times the base revenue of $200. 


If the patent covers only part of the product that the infringer sells, then the base would normally 
be only that feature or component. For example, if you find that for a $100 car, the patented 
feature is the tires which sell for $5, the base revenue would be $5. However, in a circumstance 
in which the patented feature is the reason customers buy the whole product, the base revenue 


could Ve a vate - the xbor isaar ac Polat ea Sree) Sts aloe he 









Cr 





It is up to you, based on the evidence, to decide what type of royalty is appropriate in this case. 


Source 


Adapted from N.D. Cal. Model Patent Jury Instr. B.5.7. 
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PROPOSED FINAL JURY INSTRUCTION NO. 31 
UTILITY PATENT DAMAGES—DATE OF COMMENCEMENT—PRODUCTS> 
Compared to N.D. Cal. Model Patent Jury Instr. B.5.8 


Apple’s Proposed Instruction 


Damages that {patent-helder}|Apple may be awarded by you commence on the date that faHesed 
infringer}|Samsung has both infringed and been notified of the +—+-patentuse-+these- or patents 


it infringed. 


Jiyeu Jind that -ep-b—esbe eet HE ele ee 
finsert date} [Since [patent holdertApple sells apreductproducts that inchidestheinclude its 
claimed #+venteninventions but has not marked that preduetthose products with the patent 
umbernumbers, you must determine the date that faHesedinfringer}Samsung received actual 
written notice of the | —}-patent-patents and the specific produetproducts alleged to infringe:}. 
While you may identify an earlier date by which Samsung had notice of Apple’s claims of 
infringement based on your evaluation of the evidence, Apple’s lawsuit provided Samsung with 


such notice for the °381 and ’915 patents no later than April 15, 2011, and for the ’163 patent no 
later than June 16, 2011. 

















On the other hand, if you find that Apple does not 


fSincet patent holder trarks the _produett er} 
sell a—preductproducts covered by the patent}patents, then damages begin without the 
requirement for actual notice under the following circumstances:~ 


##+he +—For each infringed patent that was granted before the infringing activity began, 
damages should be calculated as of the date you determine that the infringement began; or 


the +—Por each infringed patent that was granted after the infringing activity began as 
determined by you, damages should be calculated as of {the date the patent issued+4. 


With respect to Samsung’s °460 patent, the damages you may award Samsung for any 
infringement should be calculated as of August 18, 2009 because Samsung is asserting only 
method claims from that patent. 


For the other asserted Samsung patents, damages that Samsung may be awarded commence on 
the date that Apple has both infringed and been notified of the patent or patents it infringed. 


If you find that Samsung sells products that include its claimed inventions from these patents but 
has not marked those products with the patent numbers, you must determine the date that Apple 
received actual written notice of the patents and the specific products alleged to infringe. While 
you may identify an earlier date by which Apple had notice of Samsung’s claims of infringement 
based on your evaluation of the evidence, Samsung’s counterclaims provided Apple such notice 
by no later than June 16, 2011. 





: Apple reserves its right to argue after the close of evidence that there is no dispute on the 
question of whether Apple’s sells products that embody its claimed inventions. In the event there 
is no dispute on this issue, the portion of this instruction relating to the date of commencement for 
situations where Apple does not practice its patents would not be necessary. 
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On the other hand, if you find that Samsung does not sell products covered by these patents, then 
damages begin without the requirement for actual notice under the following circumstances: 


For each infringed patent that was granted before the infringing activity began, damages 
should be calculated as of the date you determine that the infringement began; or 








For each infringed patent that was granted after the infringing activity began as 
determined by you, damages should be calculated as of the date the patent issued. 





Source 


Adapted from N.D. Cal. Model Patent Jury Instr. B.5.8. 
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DESIGN PATENT JURY INSTRUCTIONS 
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13 
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PROPOSED FINAL JURY INSTRUCTION NO. 32 
DESIGN PATENTS—INTERPRETATION OF PATENT CLAIMS 
Compared to The Intellectual Property Owners Ass’n Model Design Patent Jury Instr. 7.2 


Apple’s Proposed Instruction 


I will now instruct you about how to decide Apple’s design patent infringement claims. Before 
you decide whether the desien-patent Samsung has been-infringed and-each patent or whether the 
desien-patentit is invalid., you must understand the patent. Each Apple design patent has one 


claim that covers the design “as shown and described.” Each design patent then uses multiple 


drawings to illustrate the claimed design. The drawings collectively define the design claimed by 
each patent. The scope of the claim encompasses the design’s visual appearance as a whole-and 


“+ peas te Lae ania ager naa It oe ne cover wise general design 
concept: ieee at, and is 


not limited to isolated features of the drawings. [Ee ia MD ORR PRION rose 
ee 











When viewing the drawings, keep in mind that all matter depicted in solid lines contributes to the 
_overall appearance of the design. Any In addition, you should view certain features shownn 
ree eee is Aa of me e-Apple design woe in os way: iene vy Sian 

: edare exchidedfrontthe 














e D’677 Patent 


The D’677 Patent claims the ornamental design of an electronic device as shown in Figures 1-8. 
The broken lines in the D’677 Patent constitute unclaimed subject matter. The use of “solid 
black surface shading” on the D’677 Patent represents the color black. The use of oblique line 
shading on the D’677 Patent is used to show a transparent, translucent, or highly polished or 
reflective surface. 

















e D’087 Patent 


The D’087 Patent claims the ornamental design of an electronic device as shown in Figures 1-48. 
The broken lines signals inchision of such features-in the claimed _ design. The-various 
featuresD’087 Patent constitute unclaimed subject matter. Thus, the D’087 Patent claims the 
front face, a “bezel encircling the front face of the patented design [that] extends from the front of 


the overall appearaneephone to its sides,” and a flat contour of the desien-may-perform-afuncten 














—thatisfront face, but does not claim the naturerest of anthe article of manufacture-fersvhichthis 








e D’889 Patent 


The D’889 Patent claims the ornamental design of an electronic device as shown in Figures 1-9. 
The broken lines depicting the human figure in Figure 9 do not form a part of the claimed design. 
The other broken lines in the other figures are part of the claimed design. The D’889 also 
includes oblique line shading on several of the figures. The oblique line shading in Figures 1-3 
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and Figure 9 depicts a transparent, translucent, or highly polished or reflective surface from the 
top perspective view of the claimed design, the top view of the claimed design, and the bottom 
perspective view of the claimed design. 


e D’305 Patent 


The D’305 Patent claims the ornamental design for a graphical user interface for a display screen 
or portion thereof, as shown in Figures 1-2. The broken line showing of a display screen in both 
views forms no part of the claimed design. 











Source 


Adapted from N.D. Cal. Model Patent Jury Instr. B.2.1; The Intellectual Property Owners Ass’n 
Model Design Patent Jury Instr. 5, 7.2. 
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PROPOSED FINAL JURY INSTRUCTION NO. 34 
DESIGN PATENTS—DIRECT INFRINGEMENT 
Compared to The Intellectual Property Owners Ass’n Model Design Patent Jury Instr. 8.3 


Apple’s Proposed Instruction 


To determine direct infringement of a design patent, you must compare the overall appearances of 
the accused design and a elaine? dosien 


claimed design). - HEA 
oe tC 
eHhis-prerart it 














If you find it more likely than not that—by-a-prependerance-of evidence; the overall appearance of 
thean accused Samsung design is substantially the same as the overall appearance of the claimed 
Apple design, then-you-mustand that the accused design was made, used, sold, offered for sale, 
or imported within the United States, you must find that Samsung infringed the patent. the 





You should consider any perceived similarities or differences between the patented and accused 
designs. Minor differences should not prevent a finding of infringement. You must also 
familiarize yourself with the prior art cass at as in wan your determination a whether 
there has been direct infringement. power hie you rota nsiderany_perceive 
similarities-of differences. When-ey 


prior-art designs, 5 : ig 
individual features-You should consider iy bene any hele sere ens a ees 


treenductine youranabysis ed 
You may find the following guidelines helpful_to your analysis: 













1. The use of a mark or a label on an otherwise infringing design will not avoid 
infringement. 


2. When the claimed design is visually close to the-prior art designs, small differences 
between the accused design and the claimed design may be important to-your-analysis-as 


te in analyzing whether the overall appearanceappearances of the accused designs and 
claimed designs are substantially the same-asthe-overalH_appearance-of claimed desicn. 





3. If the accused design includes a particutarfeature of the claimed design that departs 

conspicuously from the prior art, you may find theinelusion-ofthat feature important to 

youranalysis-astein analyzing whether the overall appearance of the accused design sand 
claimed designs are substantially the same-as-the-overal-appearance-of claimed. 


4. If the accused design is visually closer to the claimed design than it is to the closest 


prior art, you may find this comparison important te-your-analysis-as-te in analyzing 


whether the overall appearanceappearances of the accused designisand claimed designs 
are substantially the same-as.the-overall appearance-of claimed desicn. 





5. You should not consider the size of the accused products if the asserted design patent 
does not specify the size of the design. 
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While these guidelines may be help-te-youranalysis_please keep in mind that the sole helpful, the 
test for infringement is whether you-belevethatthe overall appearaneeappearances of the 
accused design is and the claimed design are substantially the same-as. For the D’087 patent, 
although the patent comprises six embodiments; you must find infringement if the overall 
appearance of the-claimed-design Hf you-find-thatthe an_ an accused design and any of the claimed 


embodiments is substantially the same-then-you-must find that the -aceused desien infrinces_the. 
desien-patent 


Whether Samsung knew its products infringed or even knew of Apple design patents does not 
matter in determining infringement. 








Source 


Adapted from The Intellectual Property Owners Ass’n Model Design Patent Jury Instr. 8.3. 
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PROPOSED FINAL JURY INSTRUCTION NO. 36 
DESIGN PATENTS—ANTICIPATION 
Compared to N.D. Cal. Model Patent Jury Instr. B.4.3al 


Apple’s Proposed Instruction 


[The Jury Should Not Be Instructed On This Issue—Samsung Will Not Present Any 
Evidence at Trial That Any Prior Art Reference Is Identical in All Material Respects to the 
Overall Visual Impression of Any Claimed Design—Instruction Provided In The Event 
That Court Decides Instruction Must Be Provided] 


A design patent elat-is invalid if itis not new. Certain articles of manufacture, publications, 
patents, and public uses that predate the chitmedinvention ts not newpatented design are called 


“prior art references.” For the-ciaieed —_* patent to Pe invalid aes it is ao new, os 
requirementsthere must have-e ; cledes 2 2 Ss 
invention,-ov must have been described ia-be a single previous publication or patent prior ar 
reference that , to an ordinary observer, is identical in ail 
material respects to the yell sual impression of the anes deaeoi ier disierences 
between a design patent law A pts-ad 
“prior-art references.—and a prior art reference do not necessarily cle a ‘finding of 

anticipation. If a design patent elaim-is not new we Say it is “anticipated” by a prior art 
reference. 























The Court has already found that Japanese Design Registration No. 1241638 cannot be used as a 
prior art reference to invalidate any Apple design patent on this basis. 


Here is a list of the-ways that faHesedinfrineer}Samsung can show that aan Apple design patent 
chit+was not New-Hec bese ee 


e {-+If the claimed inyventiondesign was already publicly known or publicly used by 
others in the United States before Hasertthe date of conception unless-atisseetfof the 


claimed design; 


e { +#If the claimed inventiondesign was already patented or described in a printed 
publication anywhere in the world before frsertthe date of conception of conception 


unless-atissuet tthe claimed design. A reference is a “printed publication” if it is 
accessible to those interested in the field, even if it is difficult to find: 





e f{#theclaimedinventionlf the claimed design was already described in another issued 
U.S. patent or published U.S. patent application that was based on a-patestan application 
filed before HrserHteteetthe pateathelderppteatertte tte ttorttinsecrtdate of 
conception untess-atissue}tof the claimed design. 
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{4ftramedinventert did netinvent You should consider the elaimedinventien but 
t ff re eery io omegmennealiad 











e D’677 patent: April 20, 2006 





e D’087 patent: April 20, 2006 





For patents where I have not instructed you with respect to a conception date, you should use the 
patent’s effective filing date, which I will describe shortly. 


Source 


Adapted from N.D. Cal. Model Patent Jury Instr. B.4.3a1; The Intellectual Property Owners 
Ass’n Model Design Patent Jury Instr. 9.3, 9.4. 
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PROPOSED FINAL JURY INSTRUCTION NO. 37 
DESIGN PATENTS—STATUTORY BARS 
Compared to N.D. Cal. Model Patent Jury Instr. B.4.3a2 


Apple’s Proposed Instruction 


[The Jury Should Not Be Instructed On This Issue—Samsung Will Not Present Any 
Evidence at Trial That Any Prior Art Reference Is Identical in All Material Respects to the 
Overall Visual Impression of Any Claimed Design—Instruction Provided In The Event 
That Court Decides Instruction Must Be Provided] 


A design patent-clain is invalid if the patent application was not filed within the time required by 
law. This is called a “statutory bar.” For a design patent ¢ta+a+to be invalid by a statutory bar, 
allefits+requirementsthere must have-been-presentin-onebe a single prior art reference dated 
more than one year before the patent application was filed—Here4s-atistofways faheged 
infringer} can shew that, to an ordinary observer, is identical in all material respects to the patent 
appHeation-wasoverall visual impression of the claimed design. Minor differences between the 


prior art reference and the claimed design do not timehfled—tcheosethesethat 
apphnecessarily preclude a finding of invalidity. 

















{+ifThe Court has already found that Japanese Design Registration No. 1241638 cannot be used 
as a prior art reference to invalidate any Apple design patent on this basis. 








Here is a list of ways that Samsung can show that an Apple design patent application was not 
timely filed: 





e If the claimed inventiondesign was already patented or described in a printed publication 
anywhere in the world befere-tnsert-datethatis-more than one year before the effective 
filing date (or “priority date’’) of the patent application}—}. A reference is a “printed 
publication” if it is accessible to those interested in the field, even if it is difficult to 
find+4; 





e + -+#If the claimed i#ventiondesign was already being openly used in the United States 


before-tnsert date thatismore than one year before the effective filing date of the patent 
application-HHie-date end eae es Hel pHa ee, or 


e lfane 





-farticle using the claimed design was already sold or 
offered for sale in the United States more than one year before the effective filing date of 
the patent application. 
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referenceto-make-andisetheclaimed invention. The Apple design patents have the following 
effective filing dates: 





e D’677 patent: January 5, 2007 
e D’087 patent: January 5, 2007 





e D’889 patent: March 17, 2004 





e D’305 patent: June 23, 2007 





Source 


Adapted from N.D. Cal. Model Patent Jury Instr. B.4.3a2; The Intellectual Property Owners 
Ass’n Model Design Patent Jury Instr. 9.4, 9.5. 
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PROPOSED FINAL JURY INSTRUCTION NO. 38 
DESIGN PATENTS—OBVIOUSNESS’ 
Compared to N.D. Cal. Model Patent Jury Instr. B.4.3b 


Apple’s Proposed Instruction 


[The Jury Should Not Be Instructed On This Issue—Samsung Will Not Present Any 
Evidence at Trial That Any Primary/Secondary References Yield A Design That Has Same 
Overall Visual Impression As Any Claimed Design—Instruction Provided In The Event 
That Court Decides Instruction Must Be Provided] 


A design patent claim is invalid if the claimed iwventiondesign would have been obvious to a 
persendesigner of ordinary skill in the field fat the time the appheation-wastHed}{as-oftinsert 
date}}-—Fhis- means that design was made, even if aH+efan ordinary observer would not find the 


esign to be foundn- substantially the same as a single prior art 
ae need side eros oes eer imoubnabsioeneene’ bar = iar ees a sees - 











The ultimate conclusion of whether a e4aimclaimed design is obvious should be based upon your 
determination of several factual decisions. 


First, you must decide the level of ordinary skill in the field thatsemeone+vould have-hadof the 
patent at the time the claimed inventiondesign was made. In deciding theteveloferdinary 
skaHthis, you should consider all the evidence intreduced-atfrom trial, including: 


(1) —the levels of education and experience of persons werkinedesigning articles in the 
field; 


(2) —the types of problems encountered in designing articles in the field; and 


(3) —the sophistication of the technelesyfield. 





Second, you must decide the scope and content of the prior art. {Patent helder} and falesed 
veri a ipa 








Third, you must consider wie Bent ySamsung | has dentitied a‘ Shears ee ant 








A‘ ‘primary’ ica be 
must depict an actual design which, to a designer of ordinary skill in 
the field of the patent, is arate the same feld-as the claimed invention-oris-_from-another 
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frelddesign. 


If you identify a primary reference, you must then consider whether Samsung has identified a 
“secondary” prior art reference that a designer of ordinary skill would use to whieh-a 


persenmodify the primary reference. A “secondary” reference must be so visually related to the 
primary reference that the appearance of certain ornamental features in the reference would 
suggest to the designer of ordinary skill the application of those features to the primary reference. 

















If you identify a primary reference and a secondary reference that could modify it, you then need 
to determine if the primary reference alone or in combination with one or more secondary 
references results in a design that, in the fleld-veuld look te-seolve-atnown-problem-eyes of an 
ordinary observer, has substantially the same overall visual appearance as the claimed design in 
the patent. 


Fhivd you You must decide-+what diferenceperform this analysis for each Apple design patent 
that Samsung claims was obvious. 





The Court has already decided, and I am therefore instructing you, that you may not use the Fidler 
tablet as a primary reference against the D’889 patent. The Court has decided, and I am therefore 
instructing you, that you also may not use the TC1000 tablet as a secondary reference against the 


D’889 patent. 











For each Apple patent, if you find no primary or secondary references, or if you conclude that a 
primary reference alone or combined with any-existed- between secondary references does not 
result in a design with substantially the same overall visual appearance in the eyes of an ordinary 
observer as the claimed invention andthe pricrartdesign, your analysis can stop. You must 
conclude that any such Apple design patent is not invalid on obviousness grounds. 





Finally, yeu-sheuldif you conclude that a primary reference alone or in combination with 
secondary references may result in a design with substantially the same overall visual appearance 


as the claimed design in the eyes of an ordinary observer, you should then consider any of the 
following factors that you find have been shown by the evidence._ These factors may indicate that 


the claimed design would not have been obvious at the time it was made: 

be (1) commercial success of a-preduct -due+to—the—merits_of the claimed 
’ fens 

pe 


be eet eet eeibedtoroduicis covered by 
the claimed invention}}design due to the appearance of the claimed design; 


be (2) copying of the claimed i#ventiondesign by others}4; 














(Se 





{(6 (3) acceptance by others of the claimed inventiondesign as shown by praise from 
others in the field-or-fromthetcensine of; and 


(4) whether others expressed surprise or disbelief regarding the claimed 
invention} jdesign. 


(eS 
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(SS 





Alihongh you ont nde any evidence of these factors, the relevance and importance of any 
of them to your decision on whethe : ve WOU y4eusobviousness 
or non-obviousness is up to yous}. 





A-patent-claun-compeosedof In deciding whether the claimed design was obvious, keep in mind 
that a design with several elementsfeatures is not preved-obvious merely by demonstrating that 
ee ae ercepc gt eg was 1s tadependentiy nownpresent in sek arts 














pre pee eee a att sieeve s be caren a not to aciennine obviousness using the 
benefit of hindsight;manytrueinventions. Many truly novel and non-obvious designs might 
seem obvious after the fact. You should put yourself in the position of a person of ordinary skill 
in the field at the time the claimed #+yentiendesign was made and y¥6xu-should not consider what 
is known today or what is learned from the teaching of the patent. 


Source 


Adapted from N.D. Cal. Model Patent Jury Instr. B.4.3b; The Intellectual Property Owners Ass’n 
Model Design Patent Jury Instr. 9.7- 9.10; Federal Circuit Bar Association Model Patent Jury 
Instr. 4.3c. 
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PROPOSED FINAL JURY INSTRUCTION NO. 39 
DESIGN PATENTS—INVALIDITY—LACK OF ORNAMENTALITY 
Compared to The Intellectual Property Owners Ass’n Model Design Patent Jury Instr. 9.11 


Apple’s Proposed Instruction 


[The Jury Should Not Be Instructed On This Issue—The Court Will Instruct The Jury On 
Whether There Are Functional Elements In The Design Patents—Instruction Provided In 
The Event That Court Decides Instruction Must Be Provided] 


Design patents protect the ornamental appearance, including shape or configuration, of an article 
of manufacture. If Samsung proves it is highly probable that the overall appearance of thean 
Apple patented design is dictated solely by how #the article claimed in the patent works, the 
patent is invalid because the design is not “ornamental.” f:-ctherswerdsthe inventor did not 
“design” anything because_in-orderto-achieve the function of the design it had _to-be designed that 


way 


When deciding this, you should be keptkeep in mind that al-design patents must be for articles of 
manufacture, which by definition are thingesthathave inherent functional characteristics. It is 
normal aad-expected therefore-that claimed designs perform some sert-ef function — that does not 
disqualify the-desten for-desien them from patent protection. Likewise, that features of a design 
may enhance the user’s experience does not necessarily mean that the patented design was 
dictated solely by function. 





The question is whether ¢heseany general functional characteristics in a patented design can only 
be embodied by earner design, or eas ney can bi empocied By es designs-such 
thatthe =: ES : he. The 








existence of Sieaie designs that perform aibetantially the same function may be ‘strong 
evidence that une design i 1S ies dictated solely in function. 





Source 


Adapted from The Intellectual Property Owners Ass’n Model Design Patent Jury Instr. 9.11. 
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PROPOSED FINAL JURY INSTRUCTION NO. 40 
DESIGN PATENT DAMAGES—BURDEN OF PROOF 
Compared to N.D. Cal. Model Patent Jury Instr. B.5.1 


Apple’s Proposed Instruction 


I will instruct you about the measure of damages: for infringement of Apple’s design patents. By 
instructing you on damages, I am not suggesting which party should win on any issue. 


If you find that faHegedinfringer}Samsung infringed any valid elaim-oefthe +—lApple design 
patent, you must then determine the amexnt-efmoney damages to be-awarded te {patent holder} 
award Apple. The amount of those damages must be 


adequate to compensate fpatent-holdertA nble Be i eer eee arian ie apis seeks a mix of three 
=m forms of damian’ ie : abe 











- its: own er mars cade S phcne at a aonb: ae 
You should keep in mind ey the damages you award are meant to compensate the patent holder 


and not to punish an infringer. 


{Patent holder}Subject to certain exceptions I will mention, Apple has the burden to persuade you 
of the amount of its damages. You should award Apple only those damages that {patent holdertit 


proves are more likely than not suffered-appropriate under the instructions I will soon give you. 
While {patent heolder}Apple is not required to prove its damages with mathematical precision, it 
must prove them with reasonable certainty. Paternthelder}Apple is not entitled to damages that 
are remote or speculative. 


Source 


Adapted from N.D. Cal. Model Patent Jury Instr. B.5.1; The Intellectual Property Owners Ass’n 
Model Design Patent Jury Instr. 10.1. 
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PROPOSED FINAL JURY INSTRUCTION NO. 41 
DESIGN PATENT DAMAGES—LOST PROFITS 
Compared to N.D. Cal. Model Patent Jury Instr. B.5.2 


Apple’s Proposed Instruction 


In this case, {patent helder}Apple seeks to recover its own lost profits for some of fattezed 


infringer-sSamsung’’s s sales of fits infringing 
products. To recover slot profits for infringing sales, {patent 


helder}Apple must show that but for theSamsung’s infringement there is a reasonable probability 
that itApple would have made sales that faHesedinfrincer}Samsung made of the infringing 
product—{Patenthelder}products. Apple must show the share of fategedinfrincerPsSamsung’s 
sales that it would have made if the infringing preduetSamsung products had not been on the 
market. 








fpreduct}tmethedtIn assessing Apple’s right to recover lost profits for Samsung’s infringement 
of its design patents, you should apply the same rules I already explained in the context of lost 
profits for infringement of Apple’s utility patents. Those Instructions are set out in Jury 
Instructions Nos. . Wherever in those Instructions I referred to Apple’s utility patents, you 
should now focus on Apple’s design patents. Wherever in those Instructions I referred to the 
patented invention, you should now focus on the patented design. Wherever in those Instructions 
I referred to patented products or products covered by a patent claim, you should now focus on 
products or articles that use or embody the patented design. 


Source 


Adapted from N.D. Cal. Model Patent Jury Instr. B.5.2. 
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PROPOSED FINAL JURY INSTRUCTION NO. 42 
DESIGN PATENT INFRINGEMENT DAMAGES—DEFENDANT?’S PROFITS 
Compared to The Intellectual Property Owners Ass’n Model Design Patent Jury Instr. 10.8° 


Apple’s Proposed Instruction 
If Hhe Plaintiff eleetsyou decide not to recover [the Defendant} saward Apple its lost profits 
lay 35 USC £289. Lthe-fou se : —— 


d 
LJ 





mumber}for certain sales by Samsung that infeed pine design ay errs you are 
te should | award {Apple the Plaintiff} {the Defendant} s total 
profits that Samsung earned from those 

infringing sales. “Total profits” include the entire profit on the sale of the-articleto-which 
the-products with patented desienis-apphed_or-with which itisased-and designs, and not just the 
portion of profit _ attributable to the design-or ornamental aspects-of the patent... “Total profit 
deesprofits” do not include profit spas iaomr S ines products re may = ise sold in 
association with an infringing article. embedying : ej eB ownerean 

ee 
etherseHers+Hthe chattef distribution: {Fhe Plat is entitled te alt prettearned bythe 
DefendantHthatis attributabletothe atriigement 


Profit is determined by deducting certain expenses from gross revenue. Gross revenue is all of 

tthe Defendant] sSamsung’’s receipts from using the design inthe sale of the-infringing products. 

FFRe Plata 4 - [Hp 

the-evidernce- You are instructed to accept the revenue figures for each Samsung accused product 
as provided in Exhibit 1500. 








Samsung has the burden of proving the deductible expenses. Expenses can include costs incurred 
in producing the gross revenue, such as the cost of the goods. Other costs may be included as 


deductible expenses if they are directly attributable to the salessale or manufacture of the 











Source 


Adapted from The Intellectual Property Owners Ass’n Model Design Patent Jury Instr. 10.8. 


* Apple used the formulation of instruction No. 42 submitted in Exhibit A to Dkt. No. 
1815 for the redline here. 
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PROPOSED FINAL JURY INSTRUCTION NO. 43 
DESIGN PATENT DAMAGES—REASONABLE ROYALTY— 
ENTITLEMENT—DEFINITION 
Compared to N.D. Cal. Model Patent Jury Instr. B.5.6 


Apple’s Proposed Instruction 


If patent helder}Apple has not proved its claim for its own lost profits, has not proved its claim to 
Samsung’s profits, or has proved its claim fertest-prefitsto either of those remedies for only a 
portion of the infringing sales, then {paternthelder}A pple should be awarded a reasonable royalty 
for all infringing Samsung sales for which itApple has not been awarded lost profits damagesor 
Samsung’s profits. In no event should the damages you award Apple for Samsung’s design 
patent infringement be less than a reasonable royalty. 


The definition of a reasonable royalty for design patent infringement is the same as the definition 
I explained to you in Jury Instruction No. 29 for utility patent infringement. However, wherever 
in that Instruction IJ referred to the patented invention or a utility patent, you should now focus on 
the design patents or patented designs. 


Source 


Adapted from N.D. Cal. Model Patent Jury Instr. B.5.6, B.5.7; The Intellectual Property Owners 
Ass’n Model Design Patent Jury Instr. 10.7. 
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PROPOSED FINAL JURY INSTRUCTION NO. 44 
DESIGN PATENT DAMAGES—DATE OF COMMENCEMENT—PRODUCTS’ 
Compared to N.D. Cal. Model Patent Jury Instr. B.5.8 


Apple’s Proposed Instruction 


Damages that {patenthelder+Apple may be awarded by you commence on the date that falesed 
infsinecer}Samsung has both infringed and Deen aoe of = See aa intima 
te-this-case} or patents it infringed. ake 
Lepenseeleet 


i 





fSincetpatentheldertIf you find that Apple sells a-predvetproducts that inehidesinclude the 
claimed inventiondesigns but has not marked that-preduetthose products with the patent 


fumbernumbers, you must determine the date that faHecedanfrineer}Samsung received actual 
written notice of the /—+}patentpatents and the specific produetproducts alleged to infringe:}. 


fSince_tpatent holder} fmarks While you may identify an earlier date by which Samsung had 
notice of Apple’s claims of infringement based on your evaluation of the preduet+ertevidence 
Apple’s lawsuit provided Samsung such notice for the D’677 patent by no later than April 15, 
2011, and for the D’305, D’889 and D’087 patents by no later than June 16, 2011. 





On the other hand, if you find that Apple does not sell a-preduetproducts covered by thea patent}, 
then damages begin without the requirement for actual notice under the following circumstances: 


e t#+the+—\}For each infringed patent that was granted before the+nfrinsine 
acthitySamsung’s infringement began, damages should be calculated as of the date you 
determine that the infringement began; or 





e #+the+—\For each infringed patent that was granted after the+nfringine 
actiitySamsung’s infringement began as determined by you, damages should be 
calculated as of {the date the patent issued+}4. 


Source 


Adapted from N.D. Cal. Model Patent Jury Instr. B.5.8; Federal Circuit Bar Association Model 
Patent Jury Instr. B.6.8. 
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INDUCEMENT AND WILLFULNESS JURY INSTRUCTIONS 


APPLE’ S REDLINED VERSION OF PROPOSED FINAL JURY INSTRUCTIONS 
CASE No. 11-cv-01846-LHK (PSG) 
pa-1547505 


31 





YN DA UN Ff WO WV 











Case5:11-cv-01846-LHK Documenti822 Filed08/18/12 Page37 of 56 


PROPOSED JURY INSTRUCTION NO. 45 
UTILITY AND DESIGN PATENTS—INDUCING PATENT INFRINGEMENT 
Compared to N.D. Cal. Model Patent Jury Instr. B.3.9 


Apple’s Proposed Instruction 


Apple and Samsung each argue that faHesedinfringertthe other side has actively induced another 
to infringe the +—_} patent—its patents. In particular, Apple claims that Samsung’s Korean 
parent SEC actively induced its subsidiaries in the United States, STA and SEA, to infringe 
Apple’s utility and design patents. Samsung claims that Apple actively induced third parties to 
infringe Samsung’s utility patents. 


In order for there to be inducement of infringement by fetesedinfrinecer-either SEC or Apple, 
someone else must directly infringe actaim-efthe +—asserted patent; if there is no direct 


infringement by anyone, there can be no induced infringement. In order to be liable for 
inducement of infringement, fallesedinfrincerta party must: 


1. have intentionally taken action that actually induced direct infringement by another; 
2. have been aware of the }+——Jasserted patent; and 
3. have known that the acts it was causing would be infringing. 


The “knowledge” and “awareness” requirements for inducement can be satisfied by showing that 
a party was willfully blind. If faHegedinfrinser}SEC or Apple did not know of the existence of 
the patent in question or that the acts it was inducing were infringing, it eannetcan be liable for 
inducement ustessonly if it actually believed that it was highly probable its actions would 
encourage infringement of a patent and it took intentional acts to avoid learning the truth. It is not 
enough that faccusedinfringer}SEC or Apple was merely indifferent to the possibility that it 


might encourage infringement of a patent. Nor is it enough that faccusedinfincer}SEC or Apple 
took a risk that was substantial and unjustified. 








If you find that faHegedinfringer}SEC or Apple was aware of thean asserted patent, but believed 
that the acts it encouraged did not infringe that patent, or that the patent was invalid-}° fallesed 


eee ae or Apple ¢ e cannot Le eee us noes ee nen el aac 





Sources 


Adapted from N.D. Cal. Model Patent Jury Instr. B.3.9. 
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PROPOSED FINAL JURY INSTRUCTION NO. 46 
DESIGN AND UTILITY PATENTS—WILLFUL PATENT INFRINGEMENT 
Compared to N.D. Cal. Model Patent Jury Instr. B.3.10 


Apple’s Proposed Instruction 


In this case, fpatenthelder}areuesApple and Samsung both argue that favesedinfringer}the other 
side willfully infringed the-+patentholder}s-patentits patents. 


To prove willful infringement, {patenthelder}each party must first persuade you that the fatesed 
infringertother side infringed a valid fand enforceable} claim of the {patent helder+s-_patentone or 


more of its patents. The requirements for proving such infringement were discussed in my prior 
instructions. 





In addition, to prove willful infringement, the {patent holder} must persuade you that it is highly 
probable that {prier-tethe fine date of the-complait} tatecedinfrincertthe other side acted 


with reckless disregard of the elaims-ofthe-fpatent helder}s-tpatenttit infringed. 


To demonstrate such “reckless Ne ” fthe patent holder}must-satish-atwe-parttest—The 
i must papa you _ = A eriaee 





Bpteae ets eece eet po weil cee a enti nae actually ey or it was so 
obvious that fahesedinfringertthe other side should have known, that its actions constituted 
infringement of a valid tand enforceable} patent. 


In deciding whether faHegedinfringer}Samsung or Apple acted with reckless disregard for fany 


patent helder}-s-patentthat you find is infringed, you should consider all of the facts surrounding 
the alleged infringement including, but not limited to, the following factors. 


FaetersA factor that may be considered as evidence that faHegedinfringer|Samsung or 
Apple was not willful inehide-4dj——Whether falecednfringertis whether it acted in a 
manner consistent with the standards of commerce for its industrytand}. 








fe Sar EEE ECRcEEEnnian eacannen eerie 
infringer| relied on a legal opinion that was well-supported and believable and that 
advised falleged infringer] (that the {product} tmethod} did not infringe patent 

















FaetersA factor that may be considered as evidence that faHesedinfrincer}Samsung or 


Apple was willful irehide——C)——Whether faHecedinfringertis whether it intentionally 
copied a product of fpatentheldertthe other side that is covered by thea patent. 
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Source 


Adapted from N.D. Cal. Model Patent Jury Instr. B.3.10. 
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TRADE DRESS JURY INSTRUCTIONS 
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PROPOSED FINAL JURY INSTRUCTION NO. 47 
TRADE DRESS DILUTION AND INFRINGEMENT—INTRODUCTION 
Compared to Ninth Circuit Model Civil Jury Instr. - 15.0 (2007 Ed.) 


Apple’s Proposed Instruction 


Apple e seeks damages against the- defendant, trameof defendant_Sam msung for Hrademark 
iluting its iPhone and iPad-related trade 
dresses. Samsung denies fthat it diluted the Apple iPhone and iPad-related trade dresses, and also 
contends that the trade dresses are invalid (or “unprotectable’’). 


Apple also seeks damages against Samsung for infringing the-trademark|fanfaistycompetine} 
fandHeentends-its iPad-related trade dress. Samsung denies infringing the trademarkiPad-related 
trade dress and, as already stated, contends that the iPad-related trade dress is invalid+—Fe-help 





Source 


Adapted from Ninth Circuit Model Civil Jury Instr. - 15.0 (2007 Ed.). 
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PROPOSED FINAL JURY INSTRUCTION NO. 48 
TRADE DRESS DILUTION AND INFRINGEMENT—DEFINITION OF TRADE DRESS 
(15 U.S.C. § 1125(A)) 
Compared to Ninth Circuit Model Civil Jury Instr. - 15.2 (2007 Ed.) 


Apple’s Proposed Instruction 


Trade dress is the non-functional physical detail and design of a product-ors-packasing, which 
Hadieates+ter+fdentifies} the product’s source and distinguishes it from the products of others. 


Trade dress is the product’s total image and overall appearance, and may include features such as 
size, ee ices co compbinanons: texture, or ioe fn cites isin trade dress is the form 








the trade dress of another may be liable for damages. 


Source 


Adapted from Ninth Circuit Model Civil Jury Instr. - 15.2 (2007 Ed.). 
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PROPOSED FINAL JURY INSTRUCTION NO. 49 
TRADE DRESS DILUTION AND INFRINGEMENT—VALIDITY 
Compared to ABA 3.2.1 


Apple’s Proposed Instruction 


The first step in considering plaatif’s-elaimApple’s claims that defendantSamsung diluted and 
infringed plaintiffscertain of Apple’s iPhone and iPad trade dressdresses is to determine whether 


or not plaintiff's trade-dress-is-_protectible-each asserted trade dress is valid (or “protectable”). 
You need to make this determination for each of Apple’s asserted trade dresses. 


You must find that the-plaintiffs-an asserted Apple trade dress is pretectiblevalid if plaintiff 
Pree ope the lone tetthe trade dress: 





l. has acquired distinctiveness through secondary meaning; and 
2, is distinctive-and 3. is-non-functional. 





You must presume Apple’s registered iPhone trade dress is both distinctive and non-functional. 
Unless Samsung persuades you that this registered trade dress is more likely than not either 
functional or not distinctive, you must find that the trade dress is valid. 


For each unregistered iPhone trade dress and for the iPad trade dress, Apple must persuade you 
that the trade dress is more likely than not valid. Accordingly, for each unregistered trade dress 


where Apple persuades you that the trade dress is distinctive and non-functional, you must find 
that the trade dress is valid. 


For each Apple trade dress that you find valid, resolving whether Samsung has diluted or 
infringed the trade dress will require you to assess additional questions that I will explain after 
addressing validity. 


Source 


Adapted from ABA 3.2.1-3.2.2, Ninth Circuit Model Civil Jury Instr. - 15.6 ,15.7 (2007 Ed.). 
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PROPOSED FINAL JURY INSTRUCTION NO. 50 
TRADE DRESS DILUTION AND INFRINGEMENT—VALIDITY— 
DISTINCTIVENESS—SECONDARY MEANING 
Compared to Ninth Circuit Model Civil Jury Instr. - 15.10 (2007 Ed.) 


Apple’s Proposed Instruction 








rent comin i deine tr ala a etal ee ag 


Apword} {symbol termay A trade dress can become distinctive through the development of what 
is called “secondary meaning.” A trade dress acquires a secondary meaning when it has been 
used in such a way that its primary significance in the minds of the prospective consumers is not 
the product itself, but the identification of the product with a single source, regardless of whether 
consumers know who or what that source is. You 





For each asserted Apple trade dress, you must find that the preponderance of the evidence showsit 
is more likely than not that a significant number of the consuming public associates the Hdextif: 
the-alleged trademark} 


trade dress with a single source, in order to find that it has acquired 
secondary meaning. 


When you are determining whether {deser#bessn:b0eLertermeach trade dress has acquired a 
secondary meaning, consider the following factors: 





1. Consumer Perception. Whether the people who purchase the {preduetHtservice} 
that-bearsApple products embodying the claimed trademarktrade dress associate 


the trademarktrade dress with the-fowner}fassienee}{HeenseetA pple: 


2: Advertisement. To what degree and in what manner the-fownerHassienee} 
fieensee}Apple may have advertised under the claimed trademarktrade dress; 


3. -Demonstrated UtHtySuccess. Whether the-fowner} fassignee} ficensee}A pple 
successfully used this trademarktrade dress to increase the sales of its {preduct} 


fserviceproducts; 


4, -Extent of Use. The length of time and manner in which the-+ownerHassienee} 
fHeensee}Apple used the claimed trademarktrade dress; 

5. Exclusivity. Whether the-fowners}fassienees} {ieensees}Apple’s use of the 
claimed trademarktrade dress was exclusive;as of the time of the first alleged 

infringement or dilution versus whether Apple authorized anyone else to use the 

trade dress; and 








6. Copying. Whether the-defendantSamsung intentionally copied the {ewner—s} 
(Haste ele 


trade dress. 
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The presence or absence of any particular factor should not necessarily resolve whether tidex#if; 


the asserted trade dress has acquired secondary meaning. 




















fFhe-plaintHfA pple has the burden of proving that the Hden#f- plaintiffs trademark} hasit is 
more likely than not that its unregistered trade dresses have acquired a secondary meaning-}{Fhe 





defendant. Samsung has the burden of proving it is more likely than not that the-iden#f 
plaintiffs-trademarkHacks-a 


Apple’s registered iPhone trade dress has not acquired secondary 
meaning-t. 


The mere fact that the-plaintiffA pple is using fdesertbesyboetor term, of that the plaintiff began 
;the asserted trade dresses does not mean that the-trademarkhasthey 


have acquired secondary meaning. There is no particular length of time that a trademarktrade 
dress must be used before it acquires a secondary meaning. 





Source 


Adapted from Ninth Circuit Model Civil Jury Instr. - 15.8, 15.10 (2007 Ed.). 
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PROPOSED FINAL JURY INSTRUCTION NO. 51 
TRADE DRESS DILUTION AND INFRINGEMENT—VALIDITY— 
NON-FUNCTIONALITY REQUIREMENT 
Compared to Ninth Circuit Model Civil Jury Instr. - 15.11 (2007 Ed.) 


Apple’s Proposed Instruction 


An individual product feature is functional if it is essential to the product’s use or purpose, or if it 


aneets the aes S ee or eek iene ays area umn mena 








To determine whether a product’s particular shape or form is functional, you should consider 
whether the design as a whole is functional, that is whether the whole collection of elements 
making up the design or form are-essentialte the product suse-of purpese—is essential to the 


product’s use or purpose. This is because the fact that individual elements of the trade dress may 
be functional does not necessarily mean that the trade dress as a whole is functional; rather, 
functional elements that are separately unprotectable can be protected together as part of a trade 
dress. A design patent may be evidence that the trade dress is non-functional. 


You should assess the following factors in deciding if #hea product feature or a design as a whole 
is functional or non-functional: 


1. The Design’s Utilitarian Advantage. In considering this factor, you may examine 
whether the particular design or product feature y+eldyields a utilitarian advantage 
over how the product might be without that particular design or product feature. If 
there is a utilitarian advantage from having the particular design or feature, this 
would weigh in favor of finding the design or feature is functional; if it seems 
merely ornamental, incidental, or arbitrary it is more likely to be 
nonfunctienainon-functional; 


2 Availability of Alternate Designs. In considering this factor, you may examine 
whether an alternate design could have been used, so that competition in the 
market for that type of product would not be hindered by allowing only one person 
to exclusively use the particular design or configuration. For this to be answered 
in the affirmative, the alternatives must be more than merely theoretical or 
speculative. They must be commercially feasible. The unavailability of a 
sufficient number of alternate designs weighs in favor of finding the design or 
feature is functional; 


a Advertising Utilitarian Advantage in the Design. In considering this factor, you 
may examine whether the particular design or configuration has been touted in any 


advertising as a utilitarian advantage, explicitly or implicitly. If a seller advertises 
the utilitarian advantages of a particular feature or design, this weighs in favor of 
finding that design or feature is functional; and 


4. The Design’s Method of Manufacture. In considering this factor, you may 
examine whether the particular design or feature resuttresults from a relatively 
simple or inexpensive method of manufacture. If the design or feature is a result 
of a particularly economical production method, this weighs in favor of finding the 
design or feature is functional; if the design or feature is essential to the use or 
purpose of the device or affects its cost or quality, it is more likely functional. 


APPLE’ S REDLINED VERSION OF PROPOSED FINAL JURY INSTRUCTIONS Al 
CASE No. 11-cv-01846-LHK (PSG) 
pa- 1547505 





YN Dn na fF W WN 





Case5:11-cv-01846-LHK Documenti822 Filed08/18/12 Page47 of 56 


fFhe-plaintifA pple has the burden of proving that its unregistered trade dresses are more likely 
than not non-functionalty bya _prependerance-of functional. Samsung bears the evidence 


erder-to-showburden of proving that the registered iPhone trade-dress is vahd-and-protectedmore 
likely than not functional. 








Source 


Adapted from Ninth Circuit Model Civil Jury Instr. - 15.11 (2007 Ed.). 
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PROPOSED FINAL JURY INSTRUCTION NO. 52 
TRADE DRESS DILUTION—ELEMENTS AND BURDEN OF PROOF 
Compared to ABA 3.4.1 


Apple’s Proposed Instruction 


Apple contends that defendantSamsung has diluted plaintiffsApple’s iPhone and iPad-related 
trade dress-dresses. “Dilution” means a lessening of the capacity of a famous trade dress to 


identify and distinguish goods or services, regardless of the presence or absence of competition, 


actual or likely confusion, mistake, deception, or economic injury. 


To prove this claim-plauit+ as to any of its asserted trade dresses that you have found is valid, 
Apple has the burden of proving by-a-prependerancethat each of evidence-the following 


additional elements is more likely than not true: 





i faa lett a that the arseisassciive 


Apple trade dress is distinctive-either inherenth-orthrouch acquired 
distinetivenessfamous;—3 


Z that defendantismaking-orhas-made-useS amsung, began seas its accused products 


in commerce 


use beear-after plaintiffsApple’s asserted trade dress became famous; and——5 


a: that use-of defendant's trade-dressisSamsung’s accused products are likely to 
cause dilution by-bhirringe-ortarnishmentof Apple’s asserted trade dress. 


For any Apple trade dress that you have found is valid (or “protectable’’), if you also find that 
each of these three elements has been proved, your verdict on dilution with respect to that trade 


dress should be for Apple. If Apple has failed to prove any of plaitiffs-mark.these elements, 
your verdict on dilution with respect to that trade dress should be for Samsung. 








Source 


Adapted from ABA 3.4.1. 


APPLE’ S REDLINED VERSION OF PROPOSED FINAL JURY INSTRUCTIONS 
CASE No. 11-cv-01846-LHK (PSG) 
pa- 1547505 


43 





Nn On FP W WN 








Case5:11-cv-01846-LHK Document1822 Filed08/18/12 Page49 of 56 


PROPOSED FINAL JURY INSTRUCTION NO. 53 
TRADE DRESS DILUTION—ELEMENTS—FAME 
Compared to ABA 3.4.2—3.4.3 


Apple’s Proposed Instruction 


A trade dress is famous if it is widely recognized by the general consuming public of the United 
States as a designation of source of the goods erservices-of the trade dress owner. In determining 
whether ptaitifseach of Apple’s trade dressdresses is famous, you may consider the following 
factors.. These factors are only suggestions and may not constitute all of the possible types of 
evidence indicating whether an asserted trade dress is famous._ The presence or absence of any 
one particular factor on this list should not necessarily determine whether the trade dress is 
famous. You should consider all the relevant evidence in making your determination- about 


whether each iPhone and iPad-related trade dress is famous. Fhefacters-you mayconsiderare: 


The factors you may consider are: — 














1. the duration, extent and geographic reach of advertising and publicity of the trade 
dress, whether advertised or publicized by plaintiffApple or third parties; 


ne the amount, volume and geographic extent of sales of goods and-services-offered 
under the trade dress; 


3. the extent of actual recognition of the trade dress; and 





4. whether the trade dress was federally registered. 


To be “famous,” the-plaintiF seach of Apple’s asserted trade dressdresses must have been truly 
prominent and renowned at the time of the-defendantsSamsung’s first commercial use-of her 
trade-dressPlainti#P ssale of its accused products. Apple’s trade dress must have become very 
widely recognized by the consuming public as the designator of plaintiff sApple’s goods-er 
services and must have such significant consumer associations that even uses of trade dress on 
non-competing goods erseryvices-can affect the value of the trade dress. 


Source 


Adapted from ABA 3.4.2—3.4.3. 
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PROPOSED FINAL JURY INSTRUCTION NO. 55 
TRADE DRESS DILUTION—ELEMENTS—DILUTION 
Compared to ABA 3.4.4 


Apple’s Proposed Instruction 


Dilution Dilution by-bhirringis an association arising from the similarity between the appearance 
of the defendant’s trade-dressaccused products and plaintiff's famous trade dress that impairs the 


eee ons of the samo ade wee ition ec Reston heiclan tip wien ebnienmirne 








i determining whether a-trade-dressthe appearance of 





Samsung’s accused products is likely to cause dilution by-bhirriie-or- by-tarnishmentof each 
asserted Apple trade dress, you may consider all relevant factors, including the following: 











ie the degree of similarity between defendants+trade-dressSamsung’s accused 
products and theApple’s famous trade dress; 








2. the degree of inherent-oracquired distinctiveness of theApple’s famous trade 
dress; 





3. the extent to which the-owner-ofthe famoustradedresss-encacineA pple was 


engaged in substantially exclusive use of the trade dress: at the time of the first 
alleged dilution versus whether Apple authorized anyone else to use its trade dress; 








4. the degree of recognition of theApple’s famous trade dress; 





5. whether defendantS amsung intended to create an association with theApple’s 
famous trade dress; and 








6. any actual association between defendant’stradedressS amsung’s accused 
products and the Apple famous trade dress. 


A dilution claim does not require a finding of actual dilution of the plaintiff's trade dress. It is 
sufficient for you to find here that Samsung’s sale of its accused products is likely to cause 
dilution of an asserted Apple trade dress. 


Source 


Adapted from ABA 3.4.4. 
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PROPOSED FINAL JURY INSTRUCTION NO. 56 
INFRINGEMENT—ELEMENTS AND BURDEN OF PROOF—TRADE DRESS 
(15 U.S.C. § 1125(A)(1)) 

Compared to Ninth Circuit Model Civil Jury Instr. - 15.6 (2007 Ed.) 


Apple’s Proposed Instruction 


Onthe-plaintffs-claimtfer Apple also claims that Samsung has infringed its iPad trade dress 


infrincementthe-plamtff. If you found that the iPad trade dress is valid, Apple has the burden of 
proving os preponderance of the ilies ae of the (ole elements: —ideseribe the ae 
































efthe-plaintf in a manner that is likely to cause confusion among oninany consumers as to the 
source, sponsorship, affiliation, or approval of the plaintiffs} {defendants}Samsung’s goods. 


If you find that each eefthis element 
has been eels your feria mi fa for prinenirenr a iorns Tf on ie oer hand, the 


plaimtffA pple has failed to prove any-ofthese-elementsthis element, your verdict should be for 
the-defendant.Samsung. 





Source 


Adapted from Ninth Circuit Model Civil Jury Instr. - 15.6 (2007 Ed.). 
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PROPOSED FINAL JURY INSTRUCTION NO. 57 
INFRINGEMENT—LIKELIHOOD OF CONFUSION— 
FACTORS—SLEEKCRAFT TEST 
(15 U.S.C. §§ 1114(1) AND 1125(A)) 


Compared to Ninth Circuit Model Civil Jury Instr. - 15.16 (2007 Ed.) 


Apple’s Proposed Instruction 


You must consider whether the-defendantsSamsung’s use of the trademarkiPad trade dress is 
likely to cause confusion about the source of the plaintiffs-or the defendantsSamsung’s goods. 


I will suggest some factors you should consider in deciding this.. The presence or absence of any 
particular factor that I suggest should not necessarily resolve whether there was a likelihood of 
confusion, because you must consider all relevant evidence in determining this. As you consider 
the likelihood of confusion you should examine the following: 


1. 


Strength or Weakness of the Plaintiff'sMark-Apple Trade Dress. The more the 
consuming public recognizes the plaintifs_trademarkA pple’s iPad trade dress as 
an indication of origin of the-plaintifPsApple’s goods, the more likely it is that 
consumers would be confused about the source of the-defendantsSamsung’s 
goods if the-defendantSamsung uses a similar markdesign or configuration. 


DefendantsSamsung’s Use of the MarkTrade Dress. If the-defendantSamsung 
and plamtfApple use their trademarksdesigns on the same, related, or 
complementary kinds of goods there may be a greater likelihood of confusion 
about the source of the goods than otherwise. 


-Similarity of Plaintif’sApple’s and Defendant-sMarks-Samsung’s Designs. If 
the overall impression created by the plaintiffstrademarkA pple’s trade dress in 
the marketplace is similar to that created by the-defendantsrademarkSamsung’s 
design in Lp Aer I ileal aA ener Y Sra isa Eprealcy chance {that 

acamsere-o e-confused-bydefenda 4 asnarkHof likelihood 
of Shon Similarities ; in jappeeenes eee weigh more 
heavily than differences in finding the markstrade dress and accused design are 
similart. 





Actual Confusion. If use by the-defendantSamsung of the plaintiffs 
trademarkApple trade dress has led to instances of actual confusion, this strongly 
suggests a likelihood of confusion. However actual confusion is not required for a 
finding of likelihood of confusion. Even if actual confusion did not occur, the 
defendantsSamsung’s use of the trademarktrade dress may still be likely to cause 
confusion. As you consider whether the trademarkdesign used by the 
defendantSamsung creates for consumers a likelihood of confusion with the 
plaintifstrademarkApple’s products, you should weigh any instances of actual 
confusion against the opportunities for such confusion. If the instances of actual 
confusion have been relatively frequent, you may find that there has been 
substantial actual confusion. If, by contrast, there is a very large volume of sales, 
but only a few isolated instances of actual confusion you may find that there has 
not been substantial actual confusion. 








DeferndantsSamsung’s Intent. Knowing use by defendantSamsung of the 
plaintitfstrademarkA pple trade dress to identify similar goods may strongly show 
an intent to derive benefit from the reputation of the-plaintif/s-markA pple’s trade 
dress, suggesting an intent to cause a likelihood of confusion. On the other hand, 
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even in the absence of proof that the-defendantSamsung acted knowingly, the use 
of plainti#PstrademarkApple’s trade dress to identify similar goods may indicate a 
likelihood of confusion. 


Marketing/Advertising Channels. If the-plaintiffsApple’s and defendants 
f{Samsung’s goods}{services} are likely to be sold in the same or similar stores or 
outlets, or advertised in similar media, this may increase the likelihood of 
confusion. 





Consumer’s Degree of Care. The more sophisticated the potential buyers of the 
goods or the more costly the goods, the more careful and discriminating the 

reasonably prudent purchaser exercising ordinary caution ee! be. They may be 
less likely to be confused by similarities in the plaint#fsApple and defendants 








trademarksSamsung products. 





{9.—— Other Factors. Any other factors that bear on likelihood of confusion-t. 





Confusion in the marketplace can occur before the purchase of the good in question (also called 
“initial interest” confusion), at the moment of the purchase (also called “point of sale” confusion), 


or after the purchase (also called “post-sale” confusion). 


Source 


Adapted from Ninth Circuit Model Civil Jury Instr. - 15.16 (2007 Ed.). 
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PROPOSED FINAL JURY INSTRUCTION NO. 59 
TRADE DRESS DAMAGES—PLAINTIFF’S ACTUAL DAMAGES 
(15 U.S.C. § 1117(a)) 

Compared to Ninth Circuit Model Civil Jury Instr. - 15.25 (2007 Ed.) 


Apple’s Proposed Instruction 





a 











Fhe-plaintfA pple has the burden of proving the actual damages by-a-preponderance-ofthe 
evidence-that it more likely than not suffered. Damages means the amount of money which will 


reasonably and fairly compensate the-plaintiffApple for any finjury}{and}foer}{ property damage} 
you find was caused by the-defendantsSamsung’s infringement or dilution of the 


plamtiffsApple’s registered trademarkor unregistered trade dresses. 





You should consider the following: 
1. +The finjury to} {less-oft the plaintiffs Apple’s reputation}; 


2. {The Hasarytettoss of} plaintiffs Apple’s goodwill, including injury to the 
plaintiffsApple’s general business reputation}{:}; and 


a +The lost profits that the-plaintiffApple would have earned but for the 
defendantsSamsung’s infringement-_and/or dilution. Profit is determined by 
deducting all expenses from gross revenue}{<+}. 





4. a 








-- a[ 2 





Source 


Adapted from Ninth Circuit Model Civil Jury Instr. - 15.25 (2007 Ed.). 
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PROPOSED FINAL JURY INSTRUCTION NO. 60 
TRADE DRESS DAMAGES—DEFENDANT?’S PROFITS 
(15 U.S.C. § 1117(a)) 
Compared to Ninth Circuit Model Civil Jury Instr. - 15.26 (2007 Ed.)'” 


Apple’s Proposed Instruction 


in-additionte-actual damages, the plaintiff Apple also is entitled to any profits earned by the 
defendantSam msung that are attributable to thewillful infringement, 

or willful dilution. You may not, however, include in any award 
of profits any amount that you took into account in determining actual damages. 





Profit is determined by deducting all expenses from gross revenue. 


Gross revenue is all of defendantsSamsung’s receipts from using the-trademarkinthe-salesales 


o a tproduct) The plainti!sproducts that se or diluted tee s trade dresses. -hasthe 
; avenue he-evidence— You are 


ad to accept the revenue ficures for each Sanit ascused product as provided in Exhibit 
1500. 





Expenses are all foperating}{, overhead}, and production costs incurred in producing the gross 
revenue. ete aoe ne the Ci “ aie ae see 





Source 


Adapted from Ninth Circuit Model Civil Jury Instr. - 15.26 (2007 Ed.). 


' Apple used the formulation of instruction No. 60 submitted in Exhibit A to Dkt. 
No. 1815 for the redline here. 
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Dated: August 18, 2012 MORRISON & FOERSTER LLP 


By: _/s/ Michael A. Jacobs 
Michael A. Jacobs 


Attorneys for Plaintiff 
APPLE INC. 
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